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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed In the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kortesalmi et al (US 6, 427, 073). 

a. Referring to claim 1: 

i. Kortesalmi teaches: 

(1) creating a database containing records which each 
contain a mobile equipment identity associated with a mobile station and at least one 
mobile subscriber identity [i.e., referring to Figures 6-8, a table 60 for storing the 
terminal identities (IMEI, columns 62 to 64) allowable to said subscriber identity 
(IMSI, column 61) is created in connection with the home location register HLR. 
An existing table, file or data base may alternatively be expanded to include the- 
data of table 60 (column 5, lines 28-35)], 

(2) the mobile station transmitting the mobile equipment 
identity associated with the mobile station and at least one mobile subscriber identity 
[i.e., Figure 7 illustrates subscriber authentication according to the invention. At 
stage 71 the centre MSGA/LR receives a subscriber identity IMSI and a mobile 
Identity IMEI.sub.MS from a mobile station In connection with location up-dating 
(column 5, lines 64-67)], 

(3) checking whether there is a record in the database, 
which contains a mobile equipment Identity corresponding to the mobile equipment 
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identity transmitted by the mobile station, but wliose mobile subscriber identity does not 
correspond to the mobile subscriber identity the mobile station has transmitted, and if 
yes, producing at least a signal indicating that the mobile equipment identity is possibly 
a copied one [i.e, referring to Figure 7, At stage 72 an inquiry is sent to the liome 
location register l-ILR by using the IIVISI received. At stage 73 the MSCA/LR 
receives from the home location register a list of IMEI codes IMEI.sub.HLR 
corresponding to the \MSl. At stage 74 a check is made to see if IIV is in use, and 
if not, at stage 75 the MS location updating is accepted. If IIV is In use, a check is 
made at stage 76 to see If the IMEI.sub.MS sent by the mobile station Is Included 
in the IMEI.sub.HLR list sent by the home location register HLR, I.e. If it 
corresponds to one of the IMEI.sub.HLR Identifiers sent by the home location 
register HLR. If this is the case, the MS location updating is accepted at stage 75. 
Otherwise the location updating is rejected at stage 77 and the use of the mobile 
station is prohibited (column 6, lines 8-19). Furthermore, as shown in Figure 8, if 
IIV is not in use, the MSCA/LR sends to the mobile station an acknowledgement 
85 of accepted location updating. A positive acknowledgement 85 Is also sent If 
the IMEI.sub.MS sent by the mobile station corresponds to one of the 
IMEI.sub.HLR identifiers sent by the home location register HLR. A negative 
acknowledgement 86 is sent if IIV is in use for said subscriber and the 
IMEI.sub.MS sent by the mobile station does not correspond to any of the 
IMEI.sub.HLR identifiers sent by the home location register HLR (column 6, lines 
29-37). In the scope of Kortesalml, the use of a copied SIM card refers to any 
technique of using fraudulently the SIM card data of another mobile subscriber 
(column 4, lines 33-35)]. 

b. Referring to claims 2 and 3: 

i. These claims have limitations that is similar to those of claim 
1 part (3), thus they are rejected with the same rationale applied against claim 1 part (3) 
above. 

c. Referring to claim 4: 

i. Kortesalmi further teaches: 
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(1) wherein step (3) is perfornned when the mobile station 
updates its location [i.e., Figure 7 iiiustrates subscriber authentication according to 
the invention. At stage 71 the centre MSCA/LR receives a subscriber identity IMSI 
and a mobile Identity IMEI.sub.MS from a mobile station in connection with 
location up-dating (column 5, lines 64-67)]. 

d. Referring to claim 5: 

i. Kortesalmi further teaches: 

(1) wherein step (3) is performed at predefined intervals 
[i.e., referring to Figures 7 and 8, "performing at predefined intervals" is 
considered to be used in the subscriber authentication]. 

e. Referring to claim 6: 

i. Kortesalmi further teaches: 

(1) wherein the database is created in the home location 
register [i.e., two types of data bases are involved in the routing of calls. 
Subscriber data on all subscribers is stored in a home location register i-ILR 
permanently or semi-permanently, Including information on the services the 
subscriber can access and the present location of the subscriber. An other type 
of register is a visitor location register VLR (column 1, lines 54-58)]. 

f. Referring to claim 7: 

i. This claim has limitations that is similar to those of claim 1, 
thus it is rejected with the same rationale applied against claim 1 above. 

g. Referring to claim 8: 

i. This claim has limitations that is similar to those of claim 2, 
thus it is rejected with the same rationale applied against claim 2 above. 

h. Referring to claim 9: 

i. Kortesalmi teaches: 

(1) an element of a mobile network, which comprises a 
database, containing records, each record containing an international mobile equipment 
identity associated with a mobile station and at least one international mobile subscriber 
identity [i.e., referring to Figures 6-8, the parts of a mobile communication 
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network, a table 60 for storing the terminal identities (ilVIEI, columns 62 to 64) 
allowable to said subscriber identity (IMSI, column 61) is created in connection 
with the home location register HLR. An existing table, file or data base may 
alternatively be expanded to Include the-data of table 60 (column 5, lines 28-35)]. 

Response to Argument 
3. Applicant's arguments filed March 31 , 2004 have been fully considered 
but they are not persuasive. 

Applicant argues that: 

Kortesalmi fails to teach or disclosed, inter alia, "checking whether there is 
a record in the database, which contains a mobile equipment identity corresponding to 
the mobile equipment identity transmitted by the mobile station, but whose mobile 
subscriber identity does not correspond to the mobile subscriber identity the mobile 
station has transmitted." 

Examiner maintains that: 

Kortesalmi discloses all the claimed subject matter and further include: 
Figure 6 shows a situation wherein two allowable terminals whose identities are IMEI-la 
and IMEI-lb, in columns 62 and 63, respectively, have been defined for subscriber 
identity IMSM, that is for "whose mobile subscriber identity does not correspond to the 
mobile subscriber identity the mobile station has transmitted." 

Applicant argues that: 

If a given IIVISI has no corresponding IMEI entries in the HLR, then 
Kortesalmi cannot identify whether the mobile equipment is being used illegally. In 
contrast, the claimed invention can detect such illegal use. 

Examiner maintains that: 

Referring to Figure 7, at stage 72 an inquiry Is sent to the home location 
register HLR by using the IMSI received. At stage 73 the MSCA/LR receives from the 
home location register a list of IMEI codes IMEI.sub.HLR corresponding to the IMSI. At 
stage 74 a check is made to see if IIV is in use, and if not, at stage 75 the MS location 
updating is accepted. If IIV Is in use, a check is made at stage 76 to see if the 
IMEI.sub.MS sent by the mobile station is included in the IMEI.sub.HLR list sent by the 
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home location register HLR, i.e. if it corresponds to one of the IMEI.sub.HLR identifiers 
sent by the home location register HLR. If this is the case, the MS location updating is 
accepted at stage 75. Othen^/ise the location updating is rejected at stage 77 and the 
use of the mobile station is prohibited, that is "detecting such illegal use" (column 6, 
lines 8-19). Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims, e.g., "the claimed invention can 
detect such illegal use". 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then 
the shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thanhnga (Tanya) Truong whose telephone number 
is 703-305-0327. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kim Vu can be reached on 703-305-4393. The fax and phone 
numbers for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 703- 
305-3900. 
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